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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address • 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply v^thin the set or extended period for reply vvill, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 18 February 2005 , 
2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 26-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) IE Claim(s) 26-33 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing{s) filed on is/are: aO accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the connection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received, 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the international Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTCMH3) 

2) □ Notice of Draftsperson's Patent Drawing Review {PTO-948) Pep^x No(syMail Date. . 

3) 13 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) CD Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 9-2-04 . 6) CD Other: . 
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DETAILED ACTION 

Continued Examination Under 37 CFR LI 14 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eUgible for continued examination under 37 CFR 1 , 1 1 4, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finaUty of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicants submission filed on February 18, 2005 has been entered. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such fiiU, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 26-33 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for two cobalt compounds, does not reasonably provide enablement for 
these con5)ounds both being cobalt hydroxide. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make and use 
the invention commensurate in scope with these claims. 

Claim 26 is the sole independent claim, which recites, inter alia, a hardly-soluble cobalt 
compound and an easily-soluble cobalt conq)ound. To this extent, the specification is 
understood to disclose that the hardly-soluble compound (corresponding to the first, second and 
third embodiments) consists of cobalt hydroxide, (see page 5 at line 1-2, page 6 at Une 2 and 24, 
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and page 7 at line 6-10) However, with respect to the easily-soluble con5)ound, the specification 
is understood to disclose at least one of cobalt metal, cobalt hydroxide, cobalt monoxide and 
cobalt sulfate, (emphasis added, see page 7 hne 31 et seq.) 

Thxis, to the extent that the claims may be read in light of the specification, the 
specification is not found to reasonably enable a hardly-soluble cobalt con:q)ound and an easily- 
soluble cobalt confound as both being cobalt hydroxide. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 26-33 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appUcant regards as 
the invention. 

For the reasons set forth above under the 35 U.S.C. 1 12, first paragraph discussion, 
absent of further structural definition it is unclear how cobalt hydroxide may be both a hardly- 
soluble cobalt conpound and an easily-soluble cobalt conq)ound. 

Claim Rejections - 35 USC §102 and 1 03 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitied to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 26-33 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Uramoto et al. (JP 61-183868). 

To the extent that the claims are understood and believed enabled by the specification for 
the reasons set forth under 35 U.S.C. 1 12, first and second paragraphs (discussion above), 
Uramoto et al. teaches an alkaline battery having a hardly-soluble compound of cobalt hydroxide 
and an easily-soluble compound such as cobalt oxide. (Abstract) 

As to the relative solubilities and specific gravity values, as cobalt hydroxide and cobalt 
oxide are understood to read on the claimed cobalt compounds in view of appUcant's 
specification (citations above), it would naturally flow to inherently have the same solubilities 
and specific gravity values as claimed, absent of a showing by applicant that the claimed 
invention distinguishes over the reference. In re Best, 195 USPQ at 433, footnote 4 (CCPA 
1977) and/« re Spada, 15 USPQ 2d 1655 (Fed. Cir. 1990) 

With respect to claims 27-33, these process limitations are not given patentable weight as 
they fail to give breadth or scope to the product claim; the claimed product appears to be the 
same or similar to the prior art product insofar as being cobalt compounds for an alkaline battery. 
In the event that any differences can be shown by the product of the product-by-process claims 
27-33, such differences would have been obvious to the skilled artisan as a routine modification 
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of the product absent of a showing of unexpected results. 
Cir. 1985). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to appUcant's 
disclosure. Ovshinsky et al. (U.S. Pat. 5,523,182) is cited to teach compositional modifiers for 
an alkaline battery active material, (col. 24 Une 41-52) Hasebe et al. (U.S. Pat. 5,032,475) is 
cited of cumulative relevance. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Julian Mercado whose telephone number is (571) 272-1289. The 
examiner can normally be reached on Monday through Friday. 

If attenpts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, Patrick J. Ryan, can be reached on (571) 272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Any inquiry of a general nature or relating to the status of this ^plication or p-oceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 




PATRICK JOSEPW"^*^' 
SUPERVISORY PATENT tA*^..ii>»ER 



